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DETAILED ACTION 

1 . Claims 1-80 are pending. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 1 Is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

4. Claim 1 recites the limitation "on the basis of editing information specific to said 
document" in lines 4-5 and " the original state on the basis of said editing information" in 
lines 13-14. There is insufficient antecedent basis for these limitations in the claim. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 1-27 and 30-75 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 1-24: 

Claim 1: In summary. Claim 1 recites a document processing "method" 
comprising steps that may be performed manually and/or mentally. Thus, the recited 
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method is not tied to a particular machine or apparatus. Additionally, none of the recited 
steps transform a particular article into a different state or thing. 

Accordingly, the recited method is nonstatutory subject matter. 

Claims 2-23 fail to further define the recited method as statutory subject matter. 

Claims 25-27 and 30: 

Claim 25: In summary. Claim 25 recites a document processing "system" 
comprising means plus functions, which are software. Accordingly, the recited "system" 
is computer software per se and is not a "process," a "machine," a "manufacture" or a 
"composition of matter," as defined in 35 U.S.C. 101 . 

Claims 26-27 and 30merely further define additional means plus functions. Thus, 
Claims 26-27 and 30 fail to recite statutory subject matter. 

Claims 31-44: 

Claim 31: In summary. Claim 31 recites a document processing "method" 
comprising steps that may be performed manually and/or mentally. Thus, the recited 
method is not tied to a particular machine or apparatus. Additionally, none of the recited 
steps transform a particular article into a different state or thing. 

Accordingly, the recited method is nonstatutory subject matter. 

Claims 32-44 fail to further define the recited method as statutory subject matter. 



Claims 45-48 and 73-75: 
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Claims 45 and 73: In summary, Claims 45 and 73 recite a document creation 
"device" comprising means plus functions, which are software. Accordingly, the recited 
"device" is computer software per se and is not a "process," a "machine," a 
"manufacture" or a "composition of matter," as defined in 35 U.S.C. 101 . 

Claims 46-48 and 74-75 merely further define additional means plus functions. 
Thus, Claims 46-48 and 74-75 fail to recite statutory subject matter. 

Claims 49-72: 

Claim 49: In summary. Claim 49 recites a document editing "method" comprising 
steps that may be performed manually and/or mentally. Thus, the recited method is not 
tied to a particular machine or apparatus. Additionally, none of the recited steps 
transform a particular article into a different state or thing. 

Accordingly, the recited method is nonstatutory subject matter. 

Claims 50-72 fail to further define the recited method as statutory subject matter. 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 77-80 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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9. Claims 77-80 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite in that it fails to point out what is included or excluded by the claim language. 
These claims are omnibus type claims. 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 1 . Claims 1 -2, 4, 9-11,1 3-1 6, 1 9, 23-26, 29-32, 34, 37, 39-41 , 44-46, 48-50, 52, 57- 
59, 61-64, 67, 71-74, 77-78 and 80 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hirai , US Patent Application Publication No. US 2002/0083324. 

12. As to independent claims 1, 25, 31, 45, 49, 73 and 77, Hirai discloses a 
document processing method for processing a document, comprising: 

a document creation step of creating said document (page 2, paragraph [0018] 
and page 5, paragraph [0076]: a content creator conducts the creation of the content, 
which can be images, music document and/or programs); and 

a document editing step of editing said document on the basis of editing 
information specific to said document (page 2, paragraph [0022] and page 3, paragraph 
[0037]: embedding information or digital watermark into the content, the digital 
watermark can be reconstructed, and the digital watermark or the information for 
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reconstructing tine digital watermark embedded into the content may be managed in 
correspondence with identification information unique to the content), 

wherein said document creation step includes an original creation step that 
creates an original of said document (page 7, paragraphs [0099]-[0101]: a different 
copyright from the original content is generated), and an embedding step that embeds 
said editing information in said document (page 2, paragraph [0022] and page 3, 
paragraph [0037]: embedding information or digital watermark into the content), and 

wherein said document editing step includes an extraction step that extracts the 
editing information embedded in said document (page 3, paragraph [0029]: a removing 
unit operable to remove the digital watermark from the content), and a modifying step 
that modifies said document from the original state on the basis of said editing 
information (page 2, paragraphs [0022]-[0023]: reconstructing the digital watermark). 

13. As to dependent claims 2, 26, 32, 46, 50, 74 and 78, Hirai discloses wherein said 
embedding step is a step in which encoded data obtained by encoding said editing 
information is embedded in said document by means of electronic watermark (page 3, 
paragraph [0031]: the embedded digital watermark may be encrypted). 

14. As to dependent claims 4, 34 and 52, Hirai discloses wherein said editing 
information includes decorative information that is required in order to decorate a 
specified region in said document, and said modifying step includes a decorating step 
that decorates the specified region in said document on the basis of said decorative 
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information (page 3, paragraph [0038]: the information for reconstructing the digital 
watermark include at least one of information indicating a basic pattern selected for 
embedding the digital watermark, modification information, and shifting information). 

15. As to dependent claims 9, 29, and 57, Hirai discloses wherein said decorating 
step decorates the specified region by overwriting the specified region with an 
overwriting pattern (page 3, paragraph [0028]). 

16. As to dependent claims 10, 30 and 58, Hirai discloses a registration step of 
registering said overwriting pattern beforehand (page 4, paragraph [0056] and page 6, 
paragraph [0084]). 

17. As to dependent claims 11, 37, 59 and 80, Hirai discloses wherein said editing 
Information Includes replacement information that is required in order to replace the 
specified region of said documents with the replacement pattern, and said modifying 
step replaces the specified region of said document with said replacement pattern on 
the basis of said replacement information (page 3, paragraph [0028]). 

18. As to dependent claims 13, 39 and 61-62, Hirai discloses wherein said 
replacement information includes said replacement pattern (page 6, paragraphs [0081], 
[0083] and [0087]). 
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19. As to dependent claims 14 and 40. Hirai discloses wherein said replacement 
information includes information that designates said replacement pattern (page 6, 
paragraphs [0081], [0083] and [0087]). 

20. As to dependent claims 15 and 63, Hirai discloses further comprising means for 
registering said replacement pattern beforehand (page 10, paragraph [0151]). 

21. As to dependent claims 16, 41 and 64, Hirai discloses wherein said editing 
information includes retouched-part information required in order to detect a retouched 
part added to said document, and said modifying step erases said retouched part added 
to said document on the basis of said retouched-part information (page 7, paragraph 
[0107]). 

22. As to dependent claims 19, 44 and 67, Hirai discloses wherein said retouched- 
part information includes a number of signals embedded in said document (Abstract). 

23. As to dependent claims 23 and 71 , Hirai discloses a step of removing said editing 
information from said document following said modifying step (page 3, paragraph 
[0029]). 

24. As to dependent claims 24 and 72, Hirai discloses further comprising a re- 
embedding step of updating said editing information so as to reflect a result of the 
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editing performed by said modifying step, and tlien embedding the updated editing 
information in said document following said modifying step (page 4, paragraphs [0053]- 
[0055]). 

25. As to dependent claim 48, Hirai discloses wherein said device includes a 
personal computer (paragraph [0058]). 

Claim Rejections - 35 USC § 103 

26. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

27. Claims 3, 27, 33, 47, 51 , 75 and 79 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over HIral as applied to claims 1-2, 4, 9-11, 13-16, 19, 23-26, 29-32, 34, 
37, 39-41, 44-46, 48-50, 52, 57-59, 61-64, 67, 71-74, 77-78 and 80 above, and further 
In view of Jam et al. (Jam), US Patent No. 6,892,947. 

28. As to dependent claims 3, 27, 33, 47, 51, 75 and 79, Hirai, however, does not 
explicitly disclose wherein said embedding step is a step in which encoded data 
obtained by encoding said editing information is embedded in said document by means 
of bar code. 
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Jam discloses accessing a composite image comprising a disguised barcode 
image incapable of being directly read from a base image by a barcode reader, 
extracting data corresponding to the barcode image from the composite image, and 
modifying the data to provide the barcode image in a state wherein the barcode image 
may be directly read by a barcode reader (Abstract). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Jam with Hirai to include encoded data 
obtained by encoding said editing information is embedded in said document by means 
of bar code. Jam suggests modifying the barcode is to provide the barcode image in a 
state wherein the barcode image may be read by a barcode reader. 

29. Claims 5-6, 12, 28, 35-36, 38, 53-54, 60 and 76 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Hirai as applied to claims 1-2, 4, 9-11, 13-16, 
19, 23-26, 29-32, 34, 37, 39-41, 44-46, 48-50, 52, 57-59, 61-64, 67, 71-74, 77-78 and 
80 above, and further in view of Sayuda et al. (Sayuda), US Patent Application 
Publication No. 2003/0229857. 

30. As to dependent claims 5, 35 and 53, Hirai, however, does not explicitly disclose 
wherein said decorative information includes information which indicates whether or not 
decoration is to be performed. 

Sayuda discloses embedding additional information in document data in which 
layout and position of en element have been defined and provided (page 2, paragraph 
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[0020]). Sayuda further discloses tine embedded additional information includes the 
setting information or region information (decorative information) indicating the region 
which is represented by coordinates where the element rendered at the rendering 
section should be attached to the additional information or reference information (page 
4, paragraphs [0042]-[0043]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Sayuda with Hirai to include decorative 
information includes information which indicates whether or not decoration is to be 
performed for the purpose of providing exact position or location of the embedded 
additional information in the document data. 

31 . As to dependent claims 6, 36 and 54, Hirai, however, does not explicitly disclose 
wherein said decorative information includes coordinate information indicating said 
specified region. 

Sayuda discloses embedding additional information in document data in which 
layout and position of en element have been defined and provided (page 2, paragraph 
[0020]). Sayuda further discloses the embedded additional information includes the 
setting information or region information (decorative information) indicating the region 
which is represented by coordinates where the element rendered at the rendering 
section should be attached to the additional information or reference information (page 
4, paragraphs [0042]-[0043]). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Sayuda with Hirai to include decorative 
information including coordinate information indicating said specified region for the 
purpose of providing exact position or location of the embedded additional information in 
the document data. 

32. As to dependent claims 12, 38 and 60, Hirai, however, does not disclose wherein 
said replacement information includes coordinate information that indicates said 
specified region. 

Sayuda discloses embedding additional information in document data in which 
layout and position of en element have been defined and provided (page 2, paragraph 
[0020]). Sayuda further discloses the embedded additional information includes the 
setting information or region information (decorative information) indicating the region 
which is represented by coordinates where the element rendered at the rendering 
section should be attached to the additional information or reference information (page 
4, paragraphs [0042]-[0043]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Sayuda with Hirai to include the 
replacement including coordinate information indicating said specified region for the 
purpose of providing exact position or location of the embedded additional information in 
the document data. 
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33. As to dependent claims 28 and 76, Hirai, liowever, does not explicitly disclose 
wherein said system includes any one of an electronic copying machine, a scanner 
device and a facsimile device. 

Sayuda discloses a user can select a preferred embedded object image included 
in the print and have it scanned optically a scanner or the like (paragraph [0053]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Sayuda with Hirai to include said 
system includes a scanner device for the purpose of reading the embedded object 
image. 

34. Claims 7-8, 20, 55-56 and 68 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hirai as applied to claims 1-2, 4, 9-11, 13-16, 19, 23-26, 29-32, 34, 
37, 39-41, 44-46, 48-50, 52, 57-59, 61-64, 67, 71-74, 77-78 and 80 above, and further 
in view of Perry, US Patent Application Publication No. 2006/0028689. 

35. As to dependent claims 7 and 55, Hirai, however, does not explicitly wherein said 
decorating step decorates the specified region of said document with a designated 
color. 

In the same field of endeavor. Perry discloses embedding code signal to a digital 
image of a document by inserting a tag in the embedded code signal such as a 
background tint or halftone watermark signal (page 7, paragraph [0101]). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Perry with Hirai to include decorates 
the specified region of said document with a designated color for the purpose of 

detecting alteration of the document. 

36. As to dependent claims 8 and 56, Hirai, however, does not explicitly disclose 
wherein said decorating step decorates the specified region by half-tone dot meshing. 

In the same field of endeavor. Perry discloses embedding code signal to a digital 
image of a document by inserting a tag in the embedded code signal such as a 
background tint or halftone watermark signal (page 7, paragraph [0101]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Perry with Hirai to include decorate the 
specified region by half-tone dot meshing for the purpose of detecting alteration of the 
document. 

37. As to dependent claims 20 and 68, Hirai, however, does not explicitly disclose 
wherein said modifying step erases the retouched part added to said document by 
painting out said retouched part with a specified color. 

In the same field of endeavor. Perry discloses embedding code signal to a digital 
image of a document by inserting a tag in the embedded code signal such as a 
background tint or halftone watermark signal (page 7, paragraph [0101]). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Perry with Hirai to include erases the 
retouched part added to said document by painting out said retouched part with a 
specified color for the purpose of detecting alteration of the document. 

38. Claims 17, 22, 42, 65 and 70 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hirai as applied to claims 1-2, 4, 9-11, 13-16, 19, 23-26, 29-32, 34, 
37, 39-41, 44-46, 48-50, 52, 57-59, 61-64, 67, 71-74, 77-78 and 80 above, and further 
in view of Foote et al. (Foote), US Patent Application Publication No. 2002/0172395. 

39. As to dependent claims 17, 42 and 65, Hirai, however, does not explicitly 
disclose wherein said retouched-part information includes a compressed image or 
reduced image of said document. 

Foote discloses watermark an original data file using dimensional compression 
and expansion (Abstract). Foote further discloses embedding watermark data into a set 
of original data (paragraph [0081]). Foote further discloses the watermarked data file 
can be data compressed using any known or later developed data compression 
technique (paragraph [0083]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Foote with Hirai to include retouched- 
part information includes a compressed image or reduced image of said document for 
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the purpose of using less bandwidtli for transmitting tine watermarked data (retouched- 
part) using less space for storing the watermarked data. 

40. As to dependent claims 22 and 70, Hirai discloses wherein said modifying step 
erases the retouched part added to said document by restoring an image of said 
document using said retouched-part information (paragraph [0036]). 

41 . Claims 18, 43 and 66 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hirai as applied to claims 1-2, 4, 9-11, 13-16, 19, 23-26, 29-32, 34, 37, 39-41, 44- 
46, 48-50, 52, 57-59, 61-64, 67, 71-74, 77-78 and 80 above, and further in view of 
Eguchi et al. (Eguchi), US Patent No. 7,41 1 ,702. 

42. As to dependent claims 18, 43 and 66, Hirai, however, does not explicitly 
disclose wherein said retouched-part information includes coordinate data indicating a 
blank region of said document. 

Eguchi discloses rectangles circumscribed to characters have been known as 
information that represents areas in which characters are to be recognized, and the 
circumscribed rectangles are used to represent respective character areas where digital 
watermark information is to be embedded (col. 6, lines 32-49). Eguchi further discloses 
detecting circumscribed rectangles by projecting pixel values of a document image 
(document areas) to the vertical coordinate axis, and finding blank portions (portions 
where characters in black are not present) for division on a row-by-row basis, and thus 
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the rectangles circumscribed to tine respective cliaracters are obtained (col. 6, lines 32- 
49). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Eguchi with Hirai to include retouched- 
part information includes coordinate data indicating a blank region of said document. 
Including coordinate data in the retouched-part information would help embed and/or 
extract digital watermark in the document areas easier. 

Allowable Subject Matter 

43. Claims 21 and 69 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chau Nguyen whose telephone number is (571) 272- 
4092. The Examiner can normally be reached on Monday-Friday from 8:30 am to 5:30 
pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Doug Hutton, can be reached at (571) 272-4137. 

The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published 

applications may be obtained from either Private PAIR or Public PAIR. Status 

information for unpublished applications is available through Private PAIR only. For 

more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 

have questions on access to the Private PAIR system, contact the Electronic Business 

Center (EBC) at 866-217-9197 (toll-free). 

/Chau Nguyen/ 
Patent Examiner 
Art Unit 2176 



